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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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DETAILED ACTION 

Request for Continued Examination 

A request for continued examination (RCE) under 37 CFR 1.1 14, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this application 
is eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 
1 .17(e) has been timely paid, the finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Apphcants' submission filed on 09/12/08 has been entered. An 
action on the RCE follows. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubUc use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(a) the invention was known or used by others in this country, or patented or described in a printed pubUcation in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 23-27 are rejected under 35 U.S.C. 102(b) as being anticipated by Wermer et al. 

(WO 02/19430, of record). 

Regarding claim 23, Wermer et al. discloses, as shown in Figures 3 and 4, a ceramic multilayer 
substrate comprising: 
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a ceramic laminate (90) including a plurality of ceramic layers, having a first main 
surface (upper surface of layer 91), and including internal circuit elements (141,143 and vias) 
disposed inside of the laminate; 

a resin layer (80) having a bonding surface (lower surface of 3) in contact with the first 
main surface of the ceramic laminate and a mounting surface (upper surface of 10) opposite to 
the bonding surface; 

external electrodes (101,121,125,1 16), each disposed on the mounting surface of the resin 
layer and electrically connected to at least one of the intemal circuit elements of the ceramic 
laminate; 

a ground electrode (125, on the right) disposed inside of the resin layer; 
the ground electrode is arranged to overlap at least one of the external electrodes (1 16, on 
the right) in a direction of lamination of the plurality of ceramic layers. 

Regarding claim 24, Wermer et al. discloses the ground electrode includes a metal that is integral 
with the ceramic laminate [Figures 3-4]. 

Note that the terms "laminate", "sintered" and "baked" are method recitations in a device 
claimed. 

Regarding claim 25, Wermer et al. discloses the substrate fiirther comprising a first circuit 
component (105) mounted on the first main surface and covered with the resin layer, wherein the 
ground electrode (125, on the right and on the left) is disposed on a side that is closer to the 
mounting surface than the first circuit component [Figures 3-4]. 
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Regarding claim 26, Wermer et al. discloses the first circuit component is disposed within a 
region defined by projecting the ground electrode on the first main surface [Figures 3-4]. 

Regarding claim 27, Wermer et al. discloses the substrate further comprising relay electrodes 
(107,1 1 1,1 13) disposed so as to extend along the first main surface, wherein electrical 
connection from the external electrodes to the internal circuit elements are provided through the 
relay electrodes [Figures 3-4]. 

Claims 23-27 are rejected under 35 U.S.C. 102(a) as being anticipated by Hirabayashi et 
al. (US 2004/0066617). 

Regarding claim 23, Hirabayashi et al. discloses, as shown in Figures 6-19, a ceramic multilayer 
substrate comprising: 

a ceramic laminate (4) including a pliirality of ceramic layers, having a first main surface 
(4a), and including intemal circuit elements (11 and vias) disposed inside of the laminate; 

a resin layer (6,32) having a bonding surface in contact with the first main surface of the 
ceramic laminate and a mounting surface (2b) opposite to the bonding surface; 

external electrodes (9), each disposed on the mounting surface of the resin layer and 
electrically connected to at least one of the intemal circuit elements of the ceramic laminate; 

a ground electrode (15a) disposed inside of the resin layer; 

the ground electrode is arranged to overlap at least one of the external electrodes (9) in a 
direction of lamination of the plurality of ceramic layers. 
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Regarding claim 24, Hirabayashi et al. discloses the ground electrode includes a metal that is 
integral with the ceramic laminate [Figures 6-19]. 

Note that the terms "laminate", "sintered" and "baked" are method recitations in a device 
claimed. 

Regarding claim 25, Hirabayashi et al. discloses the substrate further comprising a first circuit 
component (14) mounted on the first main surface and covered with the resin layer, wherein the 
ground electrode (15a) is disposed on a side that is closer to the mounting surface than the first 
circuit component [Figures 6-19]. 

Regarding claim 26, Hirabayashi et al. discloses the first circuit component is disposed within a 
region defined by projecting the ground electrode on the first main surface [Figures 6-19]. 

Regarding claim 27, Hirabayashi et al. discloses the substrate further comprising relay electrodes 
(13,15b) disposed so as to extend along the first main surface, wherein electrical connection from 
the external electrodes to the intemal circuit elements are provided through the relay electrodes 
[Figures 6-19]. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 28 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wermer 
et al. (WO 02/19430, of record) in view of Takehara et al. (US 2003/0071350, of record). 
Regarding claim 28, Wermer et al. discloses the claimed invention including the substrate as 
explained in the rejection above. Wermer et al. further discloses a substrate comprises a second 
main surface on an opposite side to the first main surface (bottom surface of 90). Wermer et al. 
does not disclose a second circuit component is mounted on the second main surface. However, 
Takehara et al. discloses a ceramic laminate (2) comprises a second main surface (upper surface 
of 2) on an opposite side to a first main surface (lower surface of 2) and a second circuit 
component (3) is mounted on the second main surface [Figures 1-9]. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to form the 
substrate of Wermer et al. fiirther comprising a second circuit component mounting on the 
second main surface, such as taught by Takehara et a. in order to integrate more circuit 
components and to increase the circuit density. 

Regarding claim 29, Wermer et al. and Takehara et al. disclose the claimed invention including 
the substrate as explained in the rejection above. Wermer et al. and Takehara et al. do not 
disclose a conductive case is disposed on the second main surface to cover the second circuit 
component. However, as shown in Figiire 10, Takehara et al. discloses a conductive case (10) is 
disposed on a second main surface of a substrate (2) to cover the second circuit components 
(1,3). Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to form the substrate of Wermer et al. and Takehara et al. having a 
conductive case being disposed on the second main surface to cover the second circuit 
component, such as taught by Figure 10 of Takehara et al., in order to protect the circuit 
component from external contamination. 

Claims 28 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hirabayashi et al. (US 2004/0066617) in view of Takehara et al. (US 2003/0071350, of record). 
Regarding claim 28, Hirabayashi et al. discloses the claimed invention including the substrate as 
explained in the rejection above. Hirabayashi et al. further discloses a substrate comprises a 
second main surface on an opposite side to the first main surface (bottom surface of 4). 
Hirabayashi et al. does not disclose a second circuit component is mounted on the second main 
surface. However, Takehara et al. discloses a ceramic laminate (2) comprises a second main 
surface (upper surface of 2) on an opposite side to a first main surface (lower surface of 2) and a 
second circuit component (3) is momted on the second main surface [Figures 1-9]. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
form the subsfrate of Hirabayashi et al. fiirther comprising a second circuit component mounting 
on the second main surface, such as taught by Takehara et a. in order to integrate more circuit 
components and to increase the circuit density. 

Regarding claim 29, Hirabayashi et al. and Takehara et al. disclose the claimed invention 
including the substrate as explained in the rejection above. Hirabayashi et al. and Takehara et al. 
do not disclose a conductive case is disposed on the second main surface to cover the second 
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circuit component. However, as shown in Figure 10, Takehara et al. discloses a conductive case 
(10) is disposed on a second main surface of a substrate (2) to cover the second circuit 
components (1,3). Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to form the substrate of Hirabayashi et al. and Takehara et al. 
having a conductive case being disposed on the second main surface to cover the second circuit 
component, such as taught by Figure 10 of Takehara et al., in order to protect the circuit 
component from external contamination. 

Response to Arguments 
Applicant's arguments with respect to claim 23 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hung Vu whose telephone number is (571) 272-1666. The 
examiner can normally be reached on Monday to Thursday 6:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynne A. Gurley can be reached on (571) 272 - 1670. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Vu 

September 26, 2008 



/HungVu/ 
Primary Examiner 



